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DETAILED ACTION 

1. The indicated allowability of claims 1-35 and 41 is withdrawn in view of the newly 
discovered reference(s) to Lamotte et al. (US 2004/0048048 Al). Rejections based on the newly 
cited reference(s) follow. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claim Rejections - 35 USC §112 

3. Claim 9 is rejected under 35 U.S. C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

4. Claim 9 is rendered indefinite because "ethylene glycol, glycol or glycerol" is not a 
mixture. Furthermore, because ethylene glycol is a glycol, a mixture of ethylene glycol and 
glycol is also indefinite because it appears to encompass ethylene glycol mixed with itself which 
is not a mixture. 

Claim Language 

5. For the purpose of examination, the conductivity agent of claim 9 is taken to be a mixture 
of ethylene glycol, diethylene glycol, and glycerol. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty denned in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

7. Claims 1-8, 10-35, and 41 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Lamotte et al. (US 2004/0048048 Al). 

Lamotte et al. teach a material having a conductive pattern comprising a substrate and a 
conductive element formed of a conductive polymer and a polyanion and contiguous with a 
patterned surface of at least two types of surface elements wherein the conductive element in 
contact with one of the surface elements results in a conductivity that is lower by a factor of 10 
(paragraph 0031 and claim 1). The surface elements may be formed from dispersions containing 
20 wt% solids, e.g. LATEX02 from the Table in paragraph 0073. The conductive polymer is a 
polythiophene that reads on the material of Formula I in instant claim 20 (paragraph 0060). The 
polyanion may be a polyacrylic acid, polymethacrylic acid, polyvinylsulfonic acid, or 
polystyrenesulfonic acid (paragraph 0066). The patterned surface elements may be applied by 
conventional printing techniques such as screen printing, off-set printing, and ink jet printing 
(paragraph 0034). The conductivity of the conductive element may lowered to less than 10 6 Q 
by a conductivity enhancement process (paragraph 0040). The conductivity of the conductive 
element is lower than 10 4 Q (paragraph 005 1), in the embodiment of Example 3, the conductivity 
is as low as 1.0 x 10 3 Q (Table 6), i.e. a factor of 1000 below 1 x 10 6 W. The conductivity 
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enhancement process comprises contacting the conductive polymer with a liquid, such as N- 
methyl-pyrrolidone or diethylene glycol, subsequent to the preparation of the conductive 
polymer layer (paragraph 0026). The conductive polymer layer is preferably applied to the 
substrate at a coating weight of 100 to 500 mg/m 2 (paragraph 0105). The substrate may be 
silicon, glass, paper, or a polymer, such as polyesters, polycarbonate, polystyrene, polyolefin, or 
cellulose triacetate (paragraph 0056). 

Regarding claims 15 and 16, while Lamotte et al. do not teach a concentration of the 
conductivity enhancing agent in the printing solution of 0.5-5.0 wt%, the concentration of the 
agent in the printing solution is not a product limitation. The amount of agent present in the 
finished element is a function of both the concentration in the printing solution and the amount of 
printing solution applied. Therefore, absent a recitation of the amount of printing solution 
applied, the concentration of agent in the solution is not physical limitation. As such, the product 
of Lamotte et al. reads on the product of claims 15 and 16. 

The limitations of claims 24-30 are met because these claims are directed to the binder of 
claim 20 and claim 20 recites that the binder is an optional component 

Claim Rejections - 35 USC §103 
8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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9. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lamotte et al. (US 
2004/0048048 Al) in view of Jonas et al. (EP-A 686,662). 

Lamotte et al. teach all the limitations of claim 9, as outlined above, except for the use of 
a mixture of ethylene glycol, diethylene glycol, and glycerol as the conductivity enhancing agent. 
However, Lamotte et al. do teach that materials such as di- of polyhydroxy- and/or carboxy 
groups or amide groups may be used as disclosed in EP-A 686,662 (paragraph 0026). 

Jonas et al. teach that ethylene glycol, diethylene glycol, and glycerol are all suitable di- 
of polyhydroxy- and/or carboxy groups or amide groups materials for use in enhancing the 
conductivity o f polythiophenes . 

It has been held that it is prima facie obvious to combine two compositions each of which 
is taught by the prior art to be useful for the same purpose, in order to form a third composition 
to be used for the very same purpose. See MPEP 2144.06. Therefore, it would have been 
obvious to one skilled in the art to use a combination of ethylene glycol, diethylene glycol, and 
glycerol as the conductivity enhancing agent since Jonas et al. teach that ethylene glycol, 
diethylene glycol, and glycerol are all suitable materials for use as conductivity enhancing 
agents. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. U.S. Patent 5,766,515 is cited because it is an English language equivalent of EP-A 
686,662 as shown by Derwent abstract 1995-383921 . 
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1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ramsey Zacharia whose telephone number is (571) 272-1518. 
The examiner can normally be reached on Monday through Friday from 9 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney, can be reached at (571) 272-1284. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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